REMARKS 

In view of the following remarks, Applicant respectfully requests 
reconsideration and allowance of the subject application. Claims 11, 3-7, 9-18, 
and 20-21 remain pending. Claims 1, 7 and 18 are amended herein. 

Examiner Communication 

Applicant would like to sincerely thank Examiner Kim Nguyen for her time 
in discussing this application informally over the phone with Applicant's attorney, 
Daniel T. McGinnity on 10/18. 

During this discussion, the Applicant's attorney proposed subject matter for 
amendments to overcome the present rejections. Examiner Kim Nguyen indicated 
that she was no longer responsible for the examination of the application. 
Accordingly, no agreement was reached. Subsequent attempts to contact the 
responsible Examiner were unsuccessful. 

Rejections under § 103 

Claims 14-33 and 36-53 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,393,430 to Van Ryzin ("Van Ryzin"), in view 
of U.S. Publication No. 2003/0227473 to Shih et al. ("Shih"). Applicant 
respectfully disagrees. 

Nevertheless, in the interest of expediting allowance of the subject 
application and without conceding the propriety of the rejection, amendments have 
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been made to the independent claims herein in the spirit of those discussed during 
the interview. For example: 



Claim 45 recites a computer-readable medium for a game console 
comprising computer-executable instructions that, when executed, direct 
the game console to: 

• copy an audio track from an audio source to a storage device of the 
game console, wherein the audio track is at least part of a user-created 
soundtrack; 

• use an identifier of the audio source to retrieve meta data associated 
with the audio track from a database if the database is accessible; and 

• save the identifier of the audio source on the game console if the 
database is not accessible; 

• executing a game application on the game console; 

• pausing execution of the game application in response to receiving a 
request to select a new soundtrack to playback during execution of the 
game application; and 

• displaying information regarding the user-created soundtrack based 
on the meta data to assist a user in selecting the new soundtrack. 



Claim 14 recites a method, implemented in a game console, the method 
comprising: 

• obtaining an audio track from an audio source; 

• saving the audio track so that a copy of the audio track is available when 
the audio source is no longer accessible to the game console, wherein 
the audio track is at least part of a user-created soundtrack; 

• saving an identifier of the audio source; 

• when a database containing meta data associated with the audio track is 
available, obtaining the meta data associated with the audio track from 
the database and storing the meta data associated with the audio track, 
wherein the meta data is obtained based at least in part on the identifier 
saved on a storage device; 

• associating the user-created soundtrack with a game application; 

• executing the game application on the game console; 

• during execution of the game application, playing the user-created 
soundtrack and displaying information regarding the soundtrack 
based on the meta data. 
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In the present Office action, the Examiner acknowledges that Van Ryzin is 
not directed at techniques involving a game console. Office Action, p. 2. Thus, 
Van Ryzin also fails to disclose teach or suggest use of the meta data during 
execution of a game or in selecting a soundtrack for a game. 

Shih does not correct these defects in Van Ryzin. Even if the assertion of 
the Examiner on p. 3 of the Office action that Shih discloses "audio source 
accessible to a gaming platform" is correct, Shih fails to disclose or in any way 
suggest "pausing execution of the game application in response to receiving a 
request to select a new soundtrack to playback during execution of the game 
application; and displaying information regarding the user-created soundtrack 
based on the meta data to assist a user in selecting the new soundtrack" as 
presently recited in claim 45. Further, Shih fails to disclose or in any way suggest 
"associating the user-created soundtrack with a game application; executing the 
game application on the game console; during execution of the game application, 
playing the user-created soundtrack and displaying information regarding the 
soundtrack based on the meta data" as presently recited in claim 14. Accordingly, 
the proposed combination of Van Ryzin and Shih lacks at least these features of 
claims 45 and 14 respectively. 

Applicant also maintains that motivation to combines Van Ryzin and Shih 
is lacking. As discussed at MPEP §§ 2142 and 2143, to establish a prima facie 
case of obviousness, three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach 
or suggest all the claim limitations. 

Applicant respectfully submits that there is no suggestion or motivation to 
combine Van Ryzin and Shih, and thus that no prima facie case of obviousness 
has been established. Van Ryzin is directed to how songs are copied to a personal 
computer, whereas Shih is directed to incorporating music and/or sound into a 
video game. These references are directed to two different problems or 
technologies. As such, there is no suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to combine the teachings of these two references. 

As discussed in MPEP §2143.01(111), the mere fact that references can be 
combined or modified does not render the resultant combination obvious unless 
the prior art also suggests the desirability of the combination. Accordingly, 
Applicant respectfully submits that the mere fact that Van Ryzin and Shih can be 
combined does not render the resultant combination obvious because the prior art 
does not suggest the desirability of the combination. 

Claims 45 and 1 5 and their respective dependent claims are allowable over 
the proposed combination of Van Ryzin and Shih for at least these reasons. 
Independent claims 24 and 36 have been amended to incorporate features similar 
to claims 45 and 15 in varying terms and scope. Accordingly, claims 24 and 36 
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and their respective dependent claims are allowable over the proposed 
combination of Van Ryzin and Shih based on similar reasoning. 

For at least the foregoing reason, Applicant respectfully submits that claims 
14-33 and 36-53 as presently recited are not obvious over Van Ryzin in view of 
Shih. Applicant respectfully requests that the §103 rejections be withdrawn. 

Conclusion 

The Application is in condition for allowance and the Applicant 
respectfully requests reconsideration and issuance of the present application. 
Should any issue remain that prevents immediate issuance of the application, the 
Examiner is requested to contact the undersigned attorney to discuss the 
unresolved issue. 

Respectfully submitted, 



Date: 10/29/07 By: /Daniel T. McGinnity, #55444/ 

Daniel T. McGinnity 
Reg. No. 55444 
Attorney for Applicant 

Sadler, Breen, Morasch & Colby, PS 
422 W. Riverside Avenue, Suite 424 
Spokane, Washington 99201 
Telephone: (509) 755-7257 
Facsimile: (509) 755-7252 
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